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1. DETAILED ACTION 

This action is responsive to the application filed on July 5 t 2001. Claims 1-10 are 
pending. Claims 1-10 represent method of vicariously executing translation of electronic 
mails for users, and apparatus, system and medium therefor. 

2. Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claims 1-5 and 7-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nishino et al. U.S. 5,295,068. 

Nishino teaches the invention as claimed including apparatus for registering 
private-use words in machine-translation/electronic-mail system (see abstract). 

As to claim 1 , Nishino teaches a method of vicariously executing translation of 
electronic mails for users, comprising a translating step of translating a part or all of the 
contents of an electronic mail sent from a user who is a subscriber of an Internet 
connection provider, an electronic mail addressed to the user or both of these electronic 
mails at the provider side (figure 1; column 1-2, line 68-1-3, Nishino discloses a 
machine-translation/electronic-mail system which permits the user to register and 
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search the private-use word, thereby permitting the user to obtain a desired translation 
result). 



As to claim 2, Nishino teaches the method as claimed in claim 1, further 
comprising a translation judging step of judging whether the user-sending or user- 
addressed electronic mail corresponds to an electronic mail which is predetermined by 
the user to be translated, on the basis of combination information of the mail address of 
the user and the mail address of a communication partner of an electronic mail which is 
predetermined by the user to be translated, and information on the electronic mail 
addresses of the transmission source and destination of a user-sending electronic mail 
or a user-addressed electronic mail, said translation judging step being antecedent to 
said electronic mail translating step (column 4, lines 2-8, Nishino discloses in the 
temporarily-registering means 9, the text except the definition of the private-use word is 
judged to be source text to be translated, and is therefore issued from the temporarily- 
registering means 9 to the translation means 6 of the machine-translation/e!ectronic- 
mail system 1 ) 



As to claim 3, Nishino teaches a provider machine comprising electronic mail 
transmitting means for transmitting, to the mail address of a communication partner of 
an electronic mail or a terminal device of the user, a translated electronic mail 
containing a translation text obtained by translating through the provider a part or all of 
the contents of an electronic mail sent from a user who is a subscriber of an Internet 
connection provider, an electronic mail addressed to the user or both of these electronic 
mails (figure 1; column 1-2, line 68-1-3, Nishino discloses a machine- 
translation/electronic-mail system which permits the user to register and search the 
private-use word, thereby permitting the user to obtain a desired translation result). 
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As to claim 4, Nishino teaches the provider machine as claimed in claim 3, 
further comprising: 

information storage means for storing at least combination information of the mail 
address of the user and the mail address of a communication partner of an electronic 
mail, which is predetermined by the user to be translated (figure 1 , item 9) 

translation judging means forjudging whether the user-sending or user- 
addressed electronic mail corresponds to the electronic mail which is predetermined by 
the user to be translated, on the basis of the electronic mail addresses of a 
transmission source and a transmission destination of a user-sending electronic mail or 
user-addressed electronic mail and the combination information of said information 
storage means (column 4, lines 2-8, Nishino discloses in the temporarily-registering 
means 9, the text except the definition of the private-use word is judged to be source 
text to be translated, and is therefore issued from the temporarily-registering means 9 
to the translation means 6 of the machine-translation/electronic-mail system 1). 

As to claim 5, Nishino teaches the provider machine as claimed in claim 3, 
further comprising: 

information storage means for storing combination information of the mail 
address of the user, the mail address of a communication partner which is 
predetermined by the user to be translated, and a language for a translation destination 
(figure 1, item 9; column 3, lines 15-20, Nishino discloses The word-definition 
recognition means 8 of system 1 recognizes information as to a source-language word 
and a target-language word by extracting a portion defining a word (i.e., a private-use 
word which is used by the user, translated into his requested meaning in the target 
language) from a text of the electronic mail 3); 

translating means for translating a part or all of the contents of an electronic mail 
sent from the user or addressed to the user in the language of the translation 
destination on the basis of the combination information of said information storage 
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means (figure 1, item 6; column 3, lines 30-36, Nishino discloses a translation means 6 
of the machine translation/electronic-mail system 1 translates the text (except a word- 
definition sentence) in the source language into a desired meaning in the target 
language, with reference to the private-use word dictionary and the standard dictionary, 
to obtain a translation result); and 

translated electronic mail creating means for creating a translated electronic mail 
containing a translated text translated by said translating means (figure 1, item 5). 

As to claim 7, Nishino teaches a terminal device comprising at least translated 
electronic mail receiving means for receiving a translated electronic mail transmitted 
from said electronic mail transmitting means of said provider machine as claimed in 
claim 3 (figure 1 , item 5). 

As to claim 8, Nishino teaches a system comprising said provider machine as 
claimed in claim 3, and said terminal device as claimed in claim 7 (figure 1 ). 

As to claim 9, Nishino teaches a medium for carrying a computer readable and 
executable program for executing said translating step in the electronic mail translating 
method as claimed in claim 1 (figure 2, item 11). 

~ As to claim 1 0, Nishino teaches a medium for carrying a computer readable and 
executable program for executing said translation judging step in the electronic mail 
translating method as claimed in claim 2 (figure 2, item 1 1; figure 3; column 6, lines 52- 
56, Nishino discloses in the word-definition recognition portion 37, sentences contained 
in the text portion S2 of the electronic mail S1 are judged line by line as to whether 
each of the sentences constitutes a proper object of translation or a definition 
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statement of the private-use word. If the sentence contained in the text portion S2 
constitutes the definition statement of the private-use word, the contents of the 
definition statement are extracted to determine a meaning S3-1 in the target language 
of the private-use word (hereinafter referred to as the target-language meaning S3-1 of 
the private-use word)) 

3. Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

4. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nishino et 
al. U.S. 5,295,068. 

Nishino teaches the invention substantially as claimed including apparatus for 
registering private-use words in machine-translation/electronic-mail system (see 
abstract). 

As to claim 6, Nishino teaches the provider machine as claimed in claim 4, 
further comprising: 
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translating means for translating a part or all of the contents of an electronic mail 
sent from the user or addressed to the user in the language of the translation 
destination on the basis of the combination information of said another information 
storage means (figure 1 , item 6; column 3, lines 30-36, Nishino discloses a translation 
means 6 of the machine translation/electronic-mail system 1 translates the text (except 
a word-definition sentence) in the source language into a desired meaning in the target 
language, with reference to the private-use word dictionary and the standard dictionary, 
to obtain a translation result); and 

translated electronic mail creating means for creating a translated electronic mail 
containing a translated text translated by said translating means (figure 1 , item 5). 

Nishino does not teach explicitly another information storage means. 

However, Nishino teaches an external unit, which can be used to do the same 
functionality as another information storage means (figure 2, item 24) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Nishino by specifying the external memory unit as another 
information storage means since the same functionality of storing combination 
information of the mail address of the user, the mail address of a communication partner 
which is predetermined by the user to be translated, and a language for a translation 
destination is achieved. One would be motivated to do so to allow the private-use word 
dictionary being temporarily used in the translation as the private-use word dictionary 
(see abstract). 
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5. Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to El Hadji M Sail whose telephone number is 703-306- 
4153. The examiner can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on 703 308-7562. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



El Hadji Sail 
Patent Examiner 
Art Unit: 2157 



